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- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )I3 Responsive to communication(s) filed on 14 June 2007 . 
2a)n This action is FINAL. 2b)|3 This action is non-final. 

3) n Since this application is in condition for allowance except for fomrial matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1. 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 1-18 Is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) K Claim(s) 1-10.15 and 16 is/are allowed. 

6) 13 Claim(s) 11-14 and 17-18 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing{s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 1 1 9 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
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1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage • 

application from the International Bureau (PCT Rule 17.2(a)). 
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Attachment(5) 

1 ) □ Notice of References Cited (PT0.892) 4) □ Interview Summary (RTO-413) 

2) Q Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 5) □ Notice of Infonnal Patent Application 

Paper No(s)/Mail Date . 6) □ Other: . 



U.S. Patent and Trademari< Office 

PTOL-326 (Rev. 08-06) 



Office Action Summary 



Part of Paper No./Mail Date 20070823 



Application/Control Number: 10/682,647 
Art Unit: 1621 



Page 2 



DETAILED ACTION 

Claim Rejections • 35 USC § 102 

The following is a quotation of tlie appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United States. 

1. Claims 11,12, and 17 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Wright et al (J. Med. Chem. 2001 44 3187). On page 3188 column 2 stmcture 17, 
Wright teaches 2-{[N-(3-bromophenyl)glycyl]amino}benzoic acid which is found in the 
generic structure of claims 1 1, and 17 and is listed in claim 12. On page 3192, 
paragraph 3 (titled step 2), lines 7-12, Wright describe a method of preparing compound 
1 7. They describe that after the reaction to form compound 1 7 is complete the mixture 
is extracted with dichloromethane and the aqueous phase is treated to recover the 
product. The product is recovered from the aqueous phase. Hence, before the 
recovery, compound 17 was in water, which Is a pharmaceutically acceptable carrier. 
Limitations of instant claims directed to treatment of hepatitis represent an intended use 
and do not further limit the composition. 

Applicants' remarks 

Applicant argues that the aqueous phase from which compound 17 is recovered 
does not necessarily contain only water. Other reagents are used in the process 
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leading to the recovery of 17 and some or all of them may be present in the aqueous 
phase, and some or all of them may not be suitable to be present in a phannaceutically 
acceptable carrier. 

Examiner's response 
Examiner's position is that it is the burden of the applicant to provide evidence 
that the aqueous phase from which compound 1 7 is obtained contains reagents that are 
not suitable for a phamiaceutical composition. Absent such evidence, Wright 
anticipates claims 11,12 and 17. 



2. Claims 1 1 and 17 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Bierer et al (US 5,741 ,926; from now on Bierer). In column 1 1 , lines 42-43 Bierer 
discloses compound AC: 

F 



COOH 




The compounds described by Bierer are described as phamiaceutical 
compositions (column 12, lines 23-28). Limitations of instant claims directed to 
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treatment of hepatitis represent an Intended use and do not furtlier limit the 
composition. 



Rejection 35 USC 103 

The following Is a quotation of 35 U.S.C. 103(a) which forms the basis for 

all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious 
at the time the invention was made to a person having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not be negatived by the manner in which the invention 
was made. 

Claims 1 1-14. 17 and 18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Blerer et al (US 5,741 ,926). 

The instant application claims pharmaceutical compositions comprising 
compounds as described by formulas of Independent claims 1 1 or 17, and their 
dependent claims 12-13 and 18. 

Scope of prior art 

Blerer et al. teach a general structure of Formula III that encompasses the 
compounds included in claims 11-14, 17 and 18 of the instant application. 

Ascertaining tlie difference between prior art and tfte instant application 

Although the stmcture of formula III taught by Bierer et al. encompasses the 
specific compounds of the Instant application. It does not specifically list the same 
compounds as are recited in claims 12-13 and claim 18. 
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Obviousness 

The generic structure of formula III teaches the Instant claims with sufficient 
particularity that the compounds of the instant invention would have been prima facie 
obvious. The said particularity arises from structural similarities such as the 2- 
(((phenyl)amino)acetyl)amlnobenzolc acid structural core and the optional multiple 
substitutions with various halogens which are present in the specific examples provided 
by Blerer et el (see column, 1 1 line 40 - column 12 line 16). One of ordinary skill in the 
arts would have been motivated to prepare the compositions claimed in the instant 
claims 1 1-14, 17 and 18 with an expectation that the said compositions will be useful as 
antihyperglycemic agents. 

Declaration under 37 C.F.R. 1. 132 

The declaration filed by the applicant is not sufficient to overcome the rejections 
under 35 use 102(b). 

Conclusion 

Claims 1-10 and 15-16 are allowed. 
Claims 11-14 and 17-18 are rejected. 

Any Inquiry concerning this communication or earlier communications from the 
examiner should be directed to Yevgeny Valenrod whose telephone number is 571-272- 
9049. The examiner can normally be reached on 8:30am-5:00pm M-F. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Yvonne Eyier can be reached on 571-272-0871 . The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Infomriation regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system: Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infomiation for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 





Yevgeny Valenrod 
Patent Examiner 
Technology Center 1600 



Yvonne EyIer 

Supervisory Patent Examiner 
Technology Center 1600 



